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DETAILED ACTION 
Election/Restrictions 

Newly submitted claims 32-43 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1 . 

Group I, claims 1-15, drawn to a method of operating an online retailing operation for 
retailing of at least one print product to a customer, said print product supplied by a print 
merchant. 

Group II, claims 32-43, drawn to a method for automatic operation of an online print 
merchant. 

The inventions listed as Groups I-II do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: 
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Group 11 incorporates such special features as ''offering a direct service to business 
customers for generating and ordering print products out of their own content" and "fulfilling 
print orders from content retailers according to item (i) above and from business customers 
according to item (ii) above via a plurality of print service providers each using print manager 
software, a plurality of printers and a plurality of couriers to deliver print products to retail 
and/or business customers" not incorporated into Group 1. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 32-43 are withdrawn from consideration as being directed to 
a non-elected invention. . See 37 CFR 1.142(b) and MPEP § 821.03. 

Response to Arguments 
Applicant's arguments with respect to claims 1-15 have been considered but are moot in 
view of the new ground(s) of rejection. Applicant's amendment has necessitated the new grounds 
of rejection. 



Application/Control Number: 10/088,715 
Art Unit: 3625 



Page 4 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-3, 6-7, and 11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Garfinkle (US 6133985) in view of von Rosen (US 6493677). 

Regarding claims 1 and related claim 13, Garfinkle teaches: 

displaying a plurality of image items for online viewing by said customer at a content 
retailer web site operated by or for a content retailer (see at least: col. 2 line 64-coL 3 line 4, col. 
3 lines 19-21 and 62-67, col. 4 lines 1-6 and 61-66, col. 5 lines 7-13, col. 7 lines 5-16 and 45-49). 
The Examiner notes that the scanning center and image server are accessed through interface B 
and constitute a "content retailer"; 

transacting an order of a first type between said customer and said content retailer for 
supply of said at least one print product based on said customer ordering said at least one print 
product after viewing at least one of said image items at said content retailer (see at least: col. 5 
lines 7-13 and 25-34, col. 7 lines 5-16 and 45-49, Fig. 5^5A(note 5D)^5D^5E(note element 
5o)); The Examiner notes that the user access the scanning center/image server through interface 
B to place and order, the order being stored on the server for transfer to the fulfillment center; 

transacting an order of a second type between said content retailer and said print 
merchant for fulfillment of said first type order by said print merchant (see at least: col. 9 lines 
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17-21 and 25-28, Fig. 5E (note #5o)); The Examiner notes that order placed through interface B 
are stored on the image server and transferred to the fulfiliments center (i.e. print merchant). 

Additionally, despite Garfmkle teaching where the fulfillment center "fulfills, charges, and 
delivers" an order (see at least: col. 3 lines 21-23), and fiirther where the order may "be delivered 
by standard mail" (see at least: col. 9 lines 34-35), Garfmkle does not expressly teach transacting 
an order of a third type between said print merchant and a print service provider for shipping 
said at one print product ordered by the customer pursuant to said first type order. 
In the same field of endeavor, von Rosen teaches a system allowing users to submit digital 
images, edit and customize those images, and have those images branded (i.e. printed) on 
merchandise labels (see at least: abstract). In addition, von Rosen further teaches transacting an 
order of a third type between said print merchant and a print service provider for shipping said 
at one print product ordered by the customer pursuant to said first type order (see at least: Fig. 
lOB and 13B, coL 5 lines 55-63). It would have been obvious to one of ordinary skill in the art at 
the time of invention to have modified the invention of Garfinkle to have included transacting an 
order of a third type between said print merchant and a print service provider for shipping said 
at one print product ordered by the customer pursuant to said first type order as taught by von 
Rosen in order to provide a system that for creating and ordering customized branded 
merchandise over a computer network that advantageously automates the production of the 
merchandise and the shipping of the merchandise to the customer upon confirmation of the order 
(see at least: von Rosen, col. 2 lines 1-12, Fig. 13B). 
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Regarding claims 2-3 and 6-7, Garfinkle in view of von Rosen teaches: 

(2) wherein said step of transacting an order of a first type comprises: receiving a 
specification of said print products from said customer, said specification comprising data 
selected from the set, media size; media type; number of copies; delivery name; delivery 
address; ink type (see at least: Garfinkle, abstract, col. 7 lines 1 1-16, col. 9 lines 29-35, Fig. 5D- 
5E). 

(3) wherein said step of transacting an order of a first type comprises receiving a 
specification of said print products from a customer terminal, in the form of an electronically 
transmitted data file (see at least: Garfinkle, col. 3 lines 1-4 and 58-61, Fig. 5E(note # 5o)). 

(6) receiving a price data from said print merchant (see at least: Garfinkle, 5D (note 5h)). 

(7) obtaining an electronic image data describing a said image item; said electronic 
image data obtained via a communications network; and electronically sending said electronic 
image data to said print merchant (see at least: Garfinkle, col. 3 lines 1-4 and 58-61, col. 9 lines 
17-21 and 25-28, Fig. 5E (note #5o)). 

Regarding claims 11-12 and 14, Garfinkle teaches all of the above as notes and further 
teaches the collection of shipping and billing information from the user placing a print order. 
Garfinkle also teaches where the billing information based on the delivery option selected and 
print price (see at last: Fig. 5D-5E). Garfinkle, however, lacks the aspect of itemizing the various 
prices/costs on a presented bill. Von Rosen teaches a system allowing users to submit digital 
images, edit and customize those images, and have those images branded (i.e. printed) on 
merchandise labels (see at least: abstract). Von Rosen also teaches itemization of the presented 
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bill including distinctly/separately showing the shipping (i.e. delivery) cost as well as the 
purchase price (see at least: Fig. lOA-1 IB). It would have been obvious to one of ordinary skill 
in the art at the time of invention to have modified the invention of Garfmkle to have included 
itemization of various costs including delivery price and print price as taught by von Rosen in 
order to provide a system that displays a summary of an order including a short description of the 
order and permit a user to return to any previous page to correct any incorrect items (see at least: 
von Rosen, col. 10 lines 59-67). 
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3, Claims 4-5 are rejected under 35 U.S.C, 103(a) as being unpatentable over 
Garfinkle in view of von Rosen, as applied to claims 1-3, 6-7, and 11-14, further in view of 
Blumberg (US 20030140315). 



Regarding claim 4, Garfinkle in view of von Rosen teaches all of the above as noted and 
further teaches wherein said step of transacting an order of a second type comprises the steps: 
sending an order to said print merchant, specifying details of said print products (see at least: col. 
5 lines 7-13 and 25-34, col. 7 lines 5-16 and 45-49, Fig. 5->5A(note 5D)^5D^5E(note element 
5o)). Garfinkle in view of von Rosen, however, does not expressly teach receiving confirmation 
of said order from said print merchant. In the same field of endeavor, Blumberg teaches 
receiving confirmafion of said order from said print merchant (see at least: 0003, 0062, 01 12, 
01 14, 01 16). It would have been obvious to one of ordinary skill in the art at the time of 
invention to have modified the invention of Garfinkle in view of von Rosen to have included 
receiving confirmation of said order from said print merchant as taught by Blumberg in order to 
provide an on-line printing service that a user can preview multiple styles without the need for 
the user to have to envision how his own text and graphics would appear inserted into a reference 
sample and without the need for the printing company to run off physical samples in multiple 
styles that include an easy means of order confirmation such as email (see at least: Blumberg, 
0003,0104). 

Regarding claim 5, Garfinkle in view of von Rosen in view of Blumberg teaches 
wherein said step of sending an order to said print merchant comprises sending said order in the 
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form of an electronically transmitted data file (see at least: Garfmkle, col. 3 lines 1-4 and 58-61, 
Fig. 5E; Blumberg 0006, 0062, 0176, 0212, Fig. 6). 

4. Claims 8 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Garfinkle in view of von Rosen, as applied to claims 1-3, 6-7, and 11-14, further in view of 
Arnold ct al. (US 6016504, herein referred to as Arnold). 

Regarding claims 8 and 15, Garfinkle in view of von Rosen teaches all of the above as 
noted and teaches the relationship between scanning center, fulfillment center, and delivery 
service (see at least: Garfinkle, col. 2 line 64-col, 3 line 4, col. 3 lines 19-21 and 62-67, col. 4 
lines 1-6 and 61-66, col. 5 lines 7-13, col. 7 lines 5-16 and 45-49, Fig. 5-5E; von Rosen col. 5 
lines 55-63). Though Garfinkle in view of von Rosen teaches these relationships between a 
scanning center, fulfillment center, and delivery service (i.e. a content retailer, print merchant, 
and print service provider), it does not specifically teach a contract between the entities and 
storing the contract electronically. Arnold teaches establishing a contract relationship between a 
virtual outlet (i.e. retailer) and a merchant (see at least: abstract, col. 1 1 lines 35-43). More 
particularly, a virtual outlet and merchant enter into a contract with the contract being stored 
electronically (col. 10 lines 32-34, col. 1 1 lines 35-43, coL 13 lines 51-57, Fig. 9, 1 1, and 20). 
It would have been obvious to one of ordinary skill in the art at the time of invention to have 
modified the invention of Garfinkle in view of von Rosen in view of 892u to have included 
storing an electronic contract as taught by Arnold in order to allow the merchants, retailers, etc. 
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involved to easily access and change the terms of the contract if desired (see at least: (col. 10 
lines 32-34, col. 1 1 lines 35-43, col. 13 lines 51-57, Fig. 9, 1 1, and 20). 

5. Claims 9-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Garfinklc in view of von Rosen in view of Arnold, as applied to claims 8 and 15, and 
further in view of PTO 892 reference U. 

Regarding claims 9-10, Garfinkle in view of von Rosen in view of Arnold teaches all of 
the above as noted and teaches the relationship between scanning center (retailer), fulfillment 
(merchant) center, and delivery service (print service provider), and further teaches where a 
contractual agreement exists between the retailer and the merchant (see at least: Garfinkle, col. 2 
line 64-col. 3 line 4, col. 3 lines 19-21 and 62-67, col. 4 lines 1-6 and 61-66, col. 5 lines 7-13, 
col. 7 lines 5-16 and 45-49, Fig. 5-5E; von Rosen col. 5 lines 55-63; Arnold, abstract, col. 1 1 
lines 35-43). Garfinkle in view of von Rosen in view of Arnold, however, does not expressly 
teach the contract defines a relationship between the retailer and the merchant in respect to at 
least one of a definition of a print product, a special discount available to the content retailer, or 
a plurality of prices for said print products, PTO 892 U teaches magazine publishers (i.e. a 
content retailer) dealing with service providers such as printers/print vendors (see at least 
Paragraph 1). The publisher is able to receive benefits such as volume discounts/price 
concessions fi'om the vendor for providing business not traditionally received by the vendor. 
Vendors are able to give the publisher the price concessions/volume discounts knowing that they 
will receive business from a publisher as part of a deal (i.e. contract) for a given rime period such 
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as 3 years (see at least: Paragraphs 23-26). Thereby, PTO 892 U teaches where a contract 
defines a relationship between the retailer and the merchant in respect to at least one of a 
definition of a print product, a special discount available to the content retailer, or a plurality of 
prices for said print products. It would have been obvious to one of ordinary skill in the art at the 
time of invention to have modified the invention of Garfmkle in view of von Rosen to have 
included a contract between a content retailer and a print merchant as taught by 892u in order to 
provide a mutually beneficial agreement that provides for volume discounts/price concessions to 
a content retailer while assuring a print merchant receives guaranteed business that otherwise it 
would not receive (see at least: 892u, Paragraph 25). The Examiner notes that the price is 
determined based on the agreement. 
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Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a), 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi-om the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to William J. Allen whose telephone number is (571) 272-1443. 
The examiner can normally be reached on 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Jeff A. Smith can be reached on (571) 272-6763. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

William J. Allen 
Patent Examiner 
March 27, 2007 




